

















the patent owner from making any
amendments to these disclosures with-
out first obtaining leave of court upon
a timely showing of good cause. See
N.D. Cal. Patent L.R. 3-6 (effective
March 1, 2008):

Amendment of the Infringement
Contentions or the Invalidity
Contentions may be made only by
order of the Court upon a timely
showing of good cause. Non-exhaus-
tive examples of circumstances that
may, absent undue prejudice to the
non-moving party, support a finding
of good cause include: (a) 2 claim
construction by the Court different
from that proposed by the party
seeking amendment; (b) recent dis-
covery of material, prior art despite
earlier diligent search; and (c) recent
discovery of nonpublic information
about the Accused Instrumentality
which was not discovered, despite
diligent efforts, before the service
of the Infringement Contentions.
The duty to supplement discovery
responses does not excuse the need
to obtain leave of court to amend
contentions.

For cases filed prior to March 1, the
patent owner could-amend the Rule 3-
1(c) and (d) sections of its “Preliminary
Infringement Contentions” without
leave of court simply by serving “Final
Infringement Contentions.” See N.D.
Cal. Patent L.R. 3-6 (prior to March
1, 2008).

In addition to the Northern District
of California requircment that final
infringement contentions be provided
early in the litigation, accused infring-
ers often will request that the patent
owner provide detailed claim charts
regardless of the jurisdiction, either
prior to formal litigation being served
or in initial discovery. It often is dif-
ficult for a patent owner to refuse this
request, because accused infringers are
fully aware of the requirement thar
the patent owner perform at least a
minimal pre-filing investigation and
the accused infringer may use the
patent owner’s refusal to provide such
information to bolster its argument ro
the court that the patent owner’s case is
frivolous.

For example, Judge Phyllis Hamilton
in the N.D. Cal. limits the parties ro
10 claim terms for construction, with-
out leave of court. Standing Order for
Patent Cases, available at http://www.
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cand.uscourts.gov/cand/judges.nsf

SeeN.D. Cal. Patent L.R. 4-1(b) (effec-
tive March 1, 2008).

Pursuant to 35 US.C. § 154(a)(2),
the term of a patent shall be 20 years
from the filing date “or if the applica-
tion contains a specific reference to an
earlier filed application or applications
under section 120, 121, or 365(c) of
this title, from the date on which the
earliest such application was filed.”

See 35 U.S.C. § 120 (“No application
shall be entitled to the benefit of an
earlier filed application under this sec-
tion unless an amendment containing
the specific reference to the earlier filed
application is submitted at such time
during the pendency of the applica-
tion as required by the Direcror. The
Director may consider the failure to
submit such an amendment within
that time period as a waiver of any
benefit under this section.”).

See, eg., PowerQasis, Inc. v. T-Mobile
USA, Inc, 2008 U.S. App. LEXIS
7827 (Fed. Cir. April 11, 2008).

See Go Medical Industries PTY, LTD.
v. Inmed Corp., 471 E3d 1264, 1270
(Fed. Cir. 2006) (“A continuation-
in-part application ‘contains subject
matter from a prior application and
may also contain additional matter
not disclosed in the prior application.’
Augustine, 181 E3d at 1302. New sub-
ject marter does not receive the benefic

of the earlier priority date. /4.”).

See Tronzo v. Biomer, Inc., 156 E3d
1154, 1158 (Fed. Cir. 1998) (“For a
claim in a later-filed application to be
entitled to the filing date of an earlier
application under 35 U.S.C. § 120
(1994), the earlier application must
comply with the written description
requirement of 35 U.S.C. § 112, 91
(1994).”)

See, e.g., Shockley v. Arcane, 248 E3d
1349, 1362 (Fed. Cir. 2001) (“To
recover lost profits, a patent owner
must prove a causal relation between
the infringement and its loss of prof-
its.” BIC Leisure, 1 F3d at 1218, In
other words, the burden rests on the
patentee to show a reasonable prob-
ability that ‘but for' the infringing
activity, the patentee would have made
the infringer’s sales. Warer Tech. Corp.
v. Calico Ltd., 850 F2d 660, 671, 7
U.S.2Q.2D (BNA) 1097, 1106 (Fed.
Cir. 1988).”)
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Pursuant to eBay Inc. v. MercExchange,
L.L.C, 547 U.S. 388 (2006), to obtain
a permanent injunction, a plaintff
must demonstrate: (1) that it has suf-
fered an irreparable injury; (2) that
remedies available at law, such as mon-
etary damages, are inadequate to com-
pensate for that injury; (3) thar, consid-
ering the balance of hardships between
the plaindff and defendant, a remedy
in equity is warranted; and (4) that the
public interest would not be disserved
by a permanent injuncrion. A plaintiff
who does not practice its own inven-
tion may be unable to demonstrate
the first or second factors. In lieu of
a permanent injunction, a court may
order an “ongoing royalty:” “In most
cases, where the district court deter-
mines that a permanent injunction is
not warranted, the district court may
wish to allow the parties to negotiate
a license amongst themselves regard-
ing future use of a parented invention
before imposing an ongoing royalty.
Should the parties fail to come to an
agreement, the district court could step
in to assess a reasonable royalty in light
of the ongoing infringement.” Paice
LLC v Toyota Motor Corp., 504 E3d
1293, 1315 (Fed. Cir. 2007).

ITC actions have certain benefits not
available in district court actions,
such as: (1) faster resolution; (2) a
greater chance for immediare prelimi-
nary relief; (3) the availability of “gen-
eral exclusion orders,” in which both
the accused infringer(s) and any other
infringer is enjoined from importing
infringing products; and (4) the eBay
factors need not be proven for injunctive
relief. See hup:/fwww patentlyo.com/par-
ent/2007/1 1/itc-section-337.html. There
are, however, drawbacks to ITC actions.
The ITC has no power to award dam-
ages. Further, ITC rulings do not have
collateral estoppel effect in subsequent
district court actions. Texas Fnstruments
v. Cypress Semiconductor Corp., 90 E3d
1558, 1569 (Fed. Cir. 1996).

See, e.g., Alloc v. ITC, 342 E3d 1361,
1375 (Fed. Cir. 2003) (“A require-
ment of a patent-based section 337
action is that a domestic industry
‘relating to the articles protecred by
the patent...exist[] or [be] in the pro-
cess of being established.” 19 U.S.C.
§ 1337(2)(2). To determine whether
an industry relates to the protected
articles (the ‘technical prong’ of the
domestic industry requirement), the
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