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Lucky Brand Ordered To Pay Up In 'Get Lucky' Feud

Lucky Takes Hit In Spat Over 'Get Lucky' Trademark
By Liz McKenzie    Law360, New York (April 23, 2010) --

Lucky Brand Dungarees Inc. has lost its trademark suit accusing Marcel Fashion Group Inc. of infringing its “Get Lucky” slogan, with a jury instead finding that Marcel registered the marks before Lucky Brand was even founded and that the plaintiff owes $300,000 in damages to the defendant.

Following a five-day trial, a jury in the U.S. District Court for the Southern District of New York determined that it was Lucky Brand that committed trademark infringement, awarding $280,000 in punitive damages and $20,000 in compensatory damages to Marcel.

Ann Schofield Baker of McKool Smith LLP, who represents Marcel, said her clients felt vindicated by the verdict.

“We are ecstatic and our clients are ecstatic,” Baker said. “This has been a very long and drawn-out battle that has lasted in total 12 years.”

The jury found that Marcel did not infringe seven of the nine trademarks asserted by Lucky Brand and found that Marcel had established prior use on the remaining two marks, Baker said.

Marcel presented a reverse confusion claim against Lucky Brand, contending that the plaintiff's use of the “Lucky,” “Get Lucky” and “Lucky Brand” marks actually infringed the defendant's trademarks. For that claim, the jury awarded Marcel $140,000 in punitive damages and $10,000 in compensatory damages, according to Baker.

The jury further found that Lucky Brand had violated a 2003 settlement with Marcel by using the “Get Lucky” mark in national perfume advertisements and granted Marcel another $140,000 in punitive damages and $10,000 on that issue.

“They put out national ads in at least five major magazines — such as Lucky Magazine, Marie Claire and Stuff Magazine — and they used my client’s trademark in these advertisements,” Baker explained.

Liz Claiborne Inc. subsidiary Lucky Brand filed the infringement action in 2004, claiming that Marcel and its licensee Ally Apparel Resources violated Lucky Brand's numerous trademarks when it launched a denim line under the brand name “Get Lucky.”

According to court documents, however, Marcel registered the trademark “Get Lucky” for use in clothing in January 1986, years before Lucky Brand, founded in 1991, even existed. The “Get Lucky” mark was canceled in 1992 and eventually reissued in 2003.

As a result, Marcel claimed that Lucky Brand had infringed Marcel's products by selling T-shirts featuring the words “Get Lucky” long after Marcel had registered the phrase as its own trademark.

Lucky Brand fired back, though, alleging that Marcel was not protected by prior use because the mark had been canceled and could not satisfy the “was registered” requirement of 15 U.S.C. Section 1115. But in an April 2009 ruling, Judge Laura Swain rejected the plaintiff’s argument.

“Nothing in the plain language of subsection (b)(6) [of 15 U.S.C. § 1115] suggests that a mark that was registered but later canceled cannot satisfy the 'was registered' element of subsection (b)(6), nor do plaintiffs cite any authority supporting such a proposition,” Judge Swain ruled.

The judge also found that Lucky Brand’s “Get Lucky” T-shirts infringed Marcel’s trademarks and constituted unfair competition and entered partial summary judgment in Marcel’s favor.

The current suit is not the first time the parties have sparred over the “Get Lucky” rights. In 2003, Lucky Brand agreed to settle a suit over the trademarks and drop objections to Marcel’s trademark. Lucky Brand also agreed not to use the mark without first obtaining a license from Marcel.

Representatives for Lucky Brand could not immediately be reached for comment.

Lucky Brand is represented by Waddey & Patterson PC.  

The defendants are represented by McKool Smith PC.

The case is Lucky Brand Dungarees Inc. et al. v. Ally Apparel Resources LLC et al., 
case number 1:05-cv-06757, in the U.S. District Court for the Southern District of New York.

