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WESTLAW Intellectual Property Daily Briefing  • December 8, 2021

(December 8, 2021) - Patent attorney and intellectual property expert Blair Jacobs of McKool Smith explains some of the recent
changes the IP law community has seen and discusses what to expect in the near future.

Thomson Reuters: It looks like President Joe Biden's pick to lead the U.S. Patent and Trademark Office, Kathi Vidal, will soon
take up her post. What does this mean for the USPTO and patent law?

Blair Jacobs: Ms. Vidal will inherit a USPTO that is confronting myriad important patent issues, including, among other things,
patent subject matter eligibility, director review following United States v. Arthrex Inc., 141 S. Ct. 1970 (2021), the potential
for injunctive relief in FRAND cases, and discretionary denial of petitions.

The prior director [Andrei Iancu] was viewed as championing a more pro-patent agenda but Ms. Vidal steps into the office at
a time when significant issues need to be addressed, all for the betterment of the patent system as a whole. I would not expect
Ms. Vidal to champion any significant changes to PTAB or patent litigation practice, particularly early in her term, given the
current contentious landscape and the high level of scrutiny on her office and its actions.

TR: Do you see patent-eligibility standards changing in 2022?

BJ: Unfortunately, this is not likely. The quagmire created by the shifting sands analysis nurtured by panels at the Federal Circuit
has resulted in significant uncertainty for companies enforcing their patents and defending against allegations of infringement.
While almost all involved in the patent system agree that more certainty and predictability with regard to eligibility would
be a welcome event, change has been slow. Multiple Federal Circuit judges have asked the Supreme Court for further patent
eligibility guidance, including in the recent cases of Athena Diagnostics Inc. v. Mayo Collaborative Services LLC, 915 F.3d 743
(Fed. Cir. 2019), and American Axle & Manufacturing Inc. v. Neapco Holdings LLC, 977 F.3d 1379 (Fed. Cir. 2020), but the
Supreme Court has not granted certiorari and does not seem interested in providing further guidance. But perhaps change is on
the horizon, though doubtfully in 2022. On July 9, 2021, the USPTO published a Federal Register notice seeking comments on
the current state of U.S. patent eligibility jurisprudence. These comments will be used to prepare a study on patent eligibility
under 35 U.S.C.A. § 101. Hopefully, this signals that change is forthcoming, but I do not see standards changing in 2022.

TR: You mention the Supreme Court's decision in United States v. Arthrex. How did this decision impact patent law?

BJ: The narrow remedy chosen by the majority in Arthrex means that the Leahy-Smith America Invents Act's basic framework is
largely unchanged. Arthrex is thus unlikely to create a sea change in post-grant proceeding practice. The court's decision allows
the PTAB to function largely as it always has, just with another potential level of intra-agency review. There is no indication yet
that the court's narrow remedy will cause much change or affect previous decisions by the PTAB. Certainly, as a result of having
an added layer of director review, the Arthrex decision is likely to increase the average time it would take for final disposition
as to the validity of a patent in post-grant proceedings, and potentially even in determining the patentability of an invention for
ex parte appeal processes. It remains to be seen how the director will use that power and how the mechanics of this new layer
of potential review might work. To this point in time, requesting rehearing from the director has been unsuccessful. However, it
is possible that requests for rehearing from the director will have a higher chance of success with the new appointment of Kathi
Vidal as director of the USPTO because of the significant discretion afforded to the director on how to handle such requests.
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TR: What other predictions do you have for 2022?

BJ: The year 2022 will likely see an increased emphasis on the question of whether a Standard Essential Patent ("SEP") holder
can obtain injunctive relief as part of a remedy from a U.S. district court. While this has been an issue of interest for many
years now, activity from courts in other part of the world (Germany, UK, China) make this an issue of substantial domestic
interest. The DOJ, NIST and USPTO issued a draft policy statement on the issue on Dec. 6, 2021, and practitioners engaged in
patent cases with F/RAND issues are tracking developments in this area very closely, as are the many large companies that rely
upon standard setting for promoting and driving innovation globally. Finally, the International Trade Commission ("ITC") has
previously issued exclusion orders for SEP holders in Section 337 investigations and more SEP holders may consider this venue.

By Patrick H.J. Hughes
Blair Jacobs is a principal with McKool Smith's Intellectual Property group in Washington, D.C. He serves as lead trial
counsel and strategist in intellectual property and trade secret matters in district courts nationwide and is a leading practitioner
at the U.S. Court of Appeals for the Federal Circuit, where he has presented numerous oral arguments. He can be reached at
bjacobs@mckoolsmith.com.
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