Litigation Department of the Year 2018: McKool Smith

With 186 lawyers in offices in Austin, Dallas, Houston, Marshall, Los Angeles, New York,
Silicon Valley and Washington, D.C., McKool Smith focuses on trying cases.
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(I-r) Theodore Stevenson, David Sochia, and Douglas Cawley, principals at McKool Smith in
Dallas.

Winner in the Midsize Firm Category

After veteran music producer Quincy Jones sued the estate of the late “King of Pop” Michael
Jackson, he sought the help of McKool Smith and its founder and chairman, Mike McKool, to
try the case in 2017 in the Superior Court of California in Los Angeles. The result was a $9.4

million verdict for Jones.
“It was probably my favorite case I've tried,” said McKool, Jones’ lead counsel.

Jones had produced several of Jackson’s biggest albums, including “Off the Wall,” “Thriller”
and “Bad.” As alleged in the complaint in Jones v. MJ] Productions, Jones had entered into
agreements with Jackson in 1978 and 1985 that gave Jones the first opportunity to re-edit

or re-mix masters for the albums and required that he be paid royalties.

The lawsuit centered on allegations that MJ] Productions, which is controlled by Jackson'’s

estate, failed to pay Jones royalties for the soundtrack to “This Is It,” a documentary



released after Jackson’s death in 2009, and for Jackson’s Cirque du Soleil productions,

which featured musical hits produced by Jones.

Jones alleged in the complaint that through “clandestine” agreements with Sony Music,
which released the soundtrack to the film, M]] disguised “royalties” as “profit” and diverted
the disguised royalties to itself.

“Our allegation was that was a sham,” McKool said.

The jury returned its verdict on July 26, 2017, finding that MJ] owed Jones unpaid royalty
fees. The significance of the verdict, McKool said, is “you can’t mask a royalty with another

name and have it paid out in a different way.”
The Jackson estate has filed an appeal, which remains pending.

With 186 lawyers in offices in Austin, Dallas, Houston, Marshall, Los Angeles, New York,

Silicon Valley and Washington, D.C., McKool Smith focuses on trying cases.

“From day one, we’ve been a litigation-only firm; we do no transactional work,” McKool

said.

In 2017, the firm won a victory at the International Trade Commission on behalf of TiVo
and its subsidiaries Rovi Corp. and Rovi Guides Inc. in patent infringement litigation against
Comcast. Rovi alleged infringement of two TiVo patents covering set-top boxes technology
that provides television features to Comcast customers, such as remote recording.

“Preparing for a procedure in the ITC is very demanding,” said McKool Smith Dallas
principal Doug Cawley, lead counsel for Rovi. “From filing of the complaint to trial takes

about nine months.”

Cawley said extensive briefing was required in the Rovi case; some briefs filed on both

sides of the case were more than 1,000 pages long.

On May 26, 2017, an ITC administrative law judge issued an initial determination in Rovi’s
favor, finding that Comcast had violated Section 337 of the Tariff Act of 1930, which
involves imports. In its final ruling on Nov. 22, 2017, the commission affirmed much of the
ALJ’s initial determination. It also issued an exclusion order and a cease and desist order



prohibiting Comcast from importing into the U.S. any set-top box infringing any of the

asserted claims of the patents at issue.

Also in 2017, McKool Smith obtained a verdict on behalf of Ericsson Inc. and
Telefonaktiebolaget LM in its cellphone patent infringement case against TCL
Communication Technology Holdings Ltd. On Dec. 7, 2017, after a four-day trial in the U.S.
District Court for the Eastern District of Texas, the jury found that TCL willfully infringed
claims of an Ericsson patent by selling phones and devices equipped with the Google
Android operating system and awarded $75 million as reasonable royalty damages.

In preparing for trial in Ericsson v. TCL Communications Technology Holdings Ltd., McKool
Smith’s team surveyed more than 1,000 Android customers to determine what the feature
in question is worth and found that 28 percent of them wouldn’t buy the phone without
that feature, according to McKool Smith principal Ted Stevenson of Dallas, Ericsson’s lead
counsel. The popularity of this feature to TCL customers, which allows an Android user to
place restrictions on the ability of third-party applications to access the user’s phone data
and hardware, meant that TCL had substantial at-risk profits without a license, Stevenson

noted.

Stevenson said, “We try a lot of patent cases, and I think we’re getting pretty good at

explaining technology and persuading juries. Our lawyers are getting it down to a science.”

In March 2018, U.S. Magistrate Judge Roy S. Payne ordered the damages portion of the
verdict set aside for a new trial but held that the jury’s finding of infringement was
supported. Reconsidering his decision in May, Payne denied TCL’s motions for judgment as
a matter of law and a new trial. He also enhanced the damages by $25 million and awarded
interest for a judgment of almost $110 million.

“I think the court eventually got comfortable with our survey as it reconsidered our trial

proof in view of the verdict,” Stevenson said.



