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New Patent Owner Filings Expected To Drive Down Reexams
By Ryan Davis

Law360 (April 8, 2026, 9:42 PM EDT) -- A new U.S. Patent and Trademark Office procedure allowing
patent owners to respond to ex parte reexamination requests has the potential to shake up the process
and lead to fewer reexams being instituted since the office can now hear from both sides, attorneys say.

The USPTO announced last week that due to "the recent increased volume" of reexamination requests,
it was indefinitely waiving regulations that prohibited patent owners from filing a brief before a
proceeding is instituted. Under the new policy, patent owners can now submit a 30-page paper making
a case for why the office's Central Reexamination Unit shouldn't take another look at the patent.

Ex parte reexaminations are instituted if the challenger is found to have raised a "substantial new
guestion of patentability," and the CRU has historically granted requests at a very high rate — upward of
95% in recent years. Those decisions have previously been made based only on the challenger's
arguments, so attorneys expect that number to fall with input from patent owners.

Scott Cummings of Bryan Cave Leighton Paisner LLP said that "in the past, it was all a one-sided
discussion" where a challenger would argue that a patent should be reexamined and the patent office
would decide whether they agree.

By letting the patent owner make contrary arguments, "that written record can now be relied upon by
the patent office to deny requests for ex parte reexamination, whereas before they would have to come
up with their own reasons," Cummings said. The new process is therefore "giving the patent office
ammunition" to decide not to institute a proceeding, he added.

Getting insight on potential deficiencies in the challenger's arguments should help examiners decide
which proceedings should not move forward, so "l do think that the reexam request grant rate will drop,
or will at least be adjusted downward a little bit, because now the patent owner has a voice," said Alex
Yap of Morrison Foerster LLP.

Shifting Policies

The reason for the increase in reexamination requests is no secret, attorneys said: Under USPTO
Director John Squires, the office has instituted numerous policies in recent months making it more
difficult to secure America Invents Act reviews, which had been the most common way to challenge
patents. That's left ex parte reexamination as one of the few ways to mount validity challenges outside
of litigation.



"In a lot of ways, | see this as the other shoe has dropped and this is the start of a shift in PTO policy
towards EPRs within the constraints that are available to them," said Steven Rizzi of McKool Smith.

With AIA reviews, the office has increasingly used discretionary factors such as the age of the patent or
the status of related litigation to deny reviews, and Squires, who often touts the value of strong patents,
has begun making all decisions on whether to institute proceedings. That resulted in the institution rate
for AIA proceedings, which had been around 70% in recent years, falling to around 24% in the months
since Squires started making all the decisions.

In turn, AlA review petitions at the Patent Trial and Appeal Board have declined, while requests for
reexaminations at the CRU have spiked. The office reported that nearly 300 reexamination requests
were filed in the first quarter of the 2026 fiscal year, which is more than in some recent years. During
the same three months, the office said, 194 AlA petitions were filed, down from 347 in that span the
year before.

The reexamination statute does not provide the same broad discretion to deny review that the AIA
does, so the office has taken a different approach of letting patent owners weigh in, Cummings said, but
"I don't think it takes a large leap in logic to presume that the goal behind the change is to further shield
patent owners from postgrant validity challenges, just like they've done with the PTAB."

Greg Cordrey of Stradling Yocca Carlson & Rauth LLP said, "l think you will see the number of granted
requests decrease."

"I don't know if it's going to be as dramatic as we've seen" with AIA reviews, but the 95% reexam grant
rate is so high that "even a modest reduction is still going to be meaningful," Cordrey said.

Little Downside

Prior to the new policy, patent owners were only permitted to file a response after the examiner found
that the challenger had presented a substantial new question of patentability and instituted an ex parte
reexamination, at which point the challenger usually could no longer participate.

Attorneys say they expect patent owners to embrace the new opportunity to try to persuade the office
not to take another look at the patent at all.

"I think you're going to see patent owners uniformly respond and put in a preorder response," Cordrey
said. "l don't see much of a downside to doing so, and | think it behooves them to do it."

At the same time, the filings will be strategic because patent owners will know that if the reexamination
is instituted, they can still file another paper later, so they may hold back some arguments, he said.

The new paper comes with challenges: it will increase costs, must be filed within 30 days of when the
patent owner is served with the request and has a page limit, whereas the request filing does not. They
also must be limited to responding to the challenger's positions, and cannot claim that the reexam
should be denied because the same arguments had already been considered by the office. The
announcement said that issue can be raised after a reexam is instituted.

Still, that's unlikely to discourage anyone from filing, since having the opportunity to weigh in is "a very



attractive option for patent owners," said Nick Jepsen of Fish & Richardson PC.

When the patent owner's first filing could only be made after the reexamination had been instituted,
"you're arguing against a position that the office has already taken and asking them to change their
position in some ways," he said.

Changing Strategy

For challengers, knowing that the patent owner will have a chance to respond to a reexam request will
likely lead them to be more vigilant about making their own filings as strong as possible and anticipating
arguments that could be made, Jepsen said.

"That changes it a bit, because there's a new audience now," he said, adding that knowing a response is
coming "will cause requestors to put extra care and perhaps more corroborating evidence into their
submissions."

That could lead to filings that make more detailed arguments about claim construction and have a
greater focus on "the overall story to make it as compelling as they can," Jepsen said.

However, attorneys say they don't expect the new policy to cause the number of reexam requests to
drop since the options for challenging patents in AlA review proceedings, such as inter partes review,
are so limited as a result of other USPTO policy changes.

"I don't see this as discouraging patent challengers at the front end from filing the EPRs," said Rizzi, of
McKool Smith. When companies are accused of patent infringement, they often don't feel confident
making invalidity arguments to a district court jury, and "if an IPR is not available, what's the next best
option? Well, we'll try the EPR."

Attorneys say they'll be closely monitoring whether the new filings change the outcomes in ex parte
reexaminations — and if the office alters the process in other ways.

"I would not be surprised, certainly, if we do see more rules or changes come about in the EPR process
that look similar to those that were instituted for IPRs," said Cordrey of Stradling Yocca. "I think if we've

learned anything, it's that no option is off the table."

--Editing by Alanna Weissman and Drashti Mehta.
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